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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments, see pages 12-17, filed 4 February 2005, with respect to 
the rejection(s)of claim(s) 14, 40, 43, and 46 under 102(b) as being anticipated by Hite 
(USP 5,774,170) have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made based on Zigmond (USP 6,698,020), in view of Hendricks (USP 
5,734,853). The amendments to claims 14, 40, 43, and 46 have further limited the 
claims and have given a more clear idea of the inventive concept proposed. Namely, 
the concept of "in response to the television viewer turning off and oh user equipment 
on which the forces advertisement was being presented, presenting the forced 
advertisement from the beginning of the forced advertisement or recommencing the 
forced advertisement from the point at which the user equipment was turned off' has 
been incorporated into the claim in order to establish that the user is FORCED to watch 
and cannot avoid viewing the commercial and that the commercial must be viewed in its 
entirety. 

2. Applicant's arguments, see pages 12-17, filed 4 February 2005, with respect to 
the rejection(s)of claim(s) 49, 54, 59, and 64 under 102(b) as being anticipated by Hite 
(USP 5,774,170) have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made based on Zigmond (USP 6,698,020). The Hite reference did disclose 
a method of pre-empting commercials with commercials that are more targeted for the 
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individual. The fact that Hite taught an example of NOT replacing an ad with a 
competitor's ad is not meant to act as a limitation in the disclosure. The ability to pre- 
empt advertisements, as taught by Hite meets the first half of the claim language. The 
fact that the forced advertisement is replacing the ad of the competitor is just another 
modification to this approach and would have been fairly obvious to one of ordinary skill 
in the art, hence the use of the counter-example in the Hite reference. While the 
examiner believes the Hite reference to be of sufficient weight in the initial rejection 
concerning the "competitor" limitation, a further rejection based on the new prior art of 
record, Zigmond, is discussed below. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 14-16, and 40-48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Zigmond et al (USP 6,698,020), cited by examiner, in view of 
Hendricks (USP 5,734,853), cited previously by examiner. 

Regarding claims 14, 40, 43, and 46, the Zigmond reference teaches all of that 
which is discussed with regards to the "method of presenting a forced advertisement to 
a television viewer" as follows: 

^ • The claimed step of "detecting the forced advertisement in an incoming 
video stream" is met by the delivery of the program stream and the 
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targeted advertisements and the subsequent detection of a triggering 
event in the program stream to trigger the display of the targeted ad [col. 
7, lines 2-32]. 

• The claimed step of "displaying the forced advertisement" is met by the 
ability to display the targeted advertisement to the viewer via display 
device 58 [col. 7, lines 30-32]. 

• The claimed step of "in response to the television viewer turning off and on 
user equipment on which the forced advertisement was being presented, 
presenting the forced advertisement from the beginning of the forced 
advertisement or recommencing the forced advertisement from the point 
at which the user equipment was turned off' is met by the discussion of 
eliminating "aggressive channel surfers" [col. 13, lines 16-39]. Here 
Zigmond teaches recommencing an advertisement on a channel change 
(thereby forcing the viewer to view the entire commercial no matter how 
many times the channel is changed). 

While Zigmond does teach the ability to change channels and recommence a 
commercial until it has been significantly viewed by the subscriber, he does not teach 
turning off the television and starting the advertisement from the beginning once the 
television is turned back on. 

The Hendricks reference teaches an introductory menu 1000 that must be 
viewed by the user each time the system is turned on [paragraph 119, Detailed 
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Description], and explains that this is a good time to force users to watch an 
advertisement. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the technique of presenting a commercial from its beginning upon 
power up (as discussed in Hendricks), in order to eliminate the aggressive channel 
surfing and to therefore force users to view commercials in their entirety. 

Regarding claims 15, 41 , 44, and 47, the Zigmond reference further meets 
the claimed step of "preventing the television viewer from changing channels during 
playing of the forced advertisement." Column 13, lines 16-39 disclose a way of curbing 
"aggressive channel surfing" which forces the users to view commercials in their entirety 
and does not allow the switching of channels to other programs before the commercial 
is fully viewed. 

Regarding claims 16, 42, 45, and 48, the Zigmond reference further meets 
the claim that the "forced advertisement is stored in the user equipment". Column 8, 
lines 3-7 discuss the use of a local repository for storing targeted advertisements at the 
user device. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 49-68 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Zigmond et al (USP 6,698,020), cited by examiner. 

Regarding claim 49, 54, 59, and 64 the claimed "method for displaying a forced 

advertisement on a display" is met as follows: 

• The claimed step of "receiving a broadcast advertisement in a video 
stream" is met by the content provider broadcasting advertisements that 
are included in the video programming feed [col. 7, lines 12-16]. 

• The claimed step of "determining that the broadcast advertisement is 
associated with a first advertiser" is met by the discussion of the advertiser 
for one car manufacturer having the ability to preclude that of another car 
manufacturer [col. 14, lines 15-24]. 

• The claimed step of "selecting a forced advertisement associated with a 
second advertiser to replace the broadcast advertisement, wherein the 
second advertiser is a competitor of the first advertiser" is, again, met by 
the discussion of the advertiser for one car manufacturer having the ability 
to preclude that of another car manufacturer (competitors) [col. 14, lines 
15-24]. 

• The claimed step of "displaying the forced advertisement on the display" is 
met by the ability to display the targeted advertisement to the viewer via 
display device 58 [col. 7, lines 30-32]. 
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Regarding claim 50, 55, 60, and 65 the claimed step of "storing the forced 
advertisement in user television equipment" is met by column 8, lines 3-7 wherein a 
local repository for storing targeted advertisements at the user device is disclosed. 

Regarding claim 51, 56, 61, and 66 the claimed step of "determining that the 
broadcast advertisement is associated with a first advertiser comprises detecting 
programming tags associated with the broadcast advertisement" is met by the ability to 
identify an advertisement based on information regarding the television content feed 
[col. 1 0, line 64 - col. 1 1 , line 1 3]. 

Regarding claim 52, 57, 62, and 67 the claimed step of "detecting close 
captioning data associated with the broadcast advertisement" is met by the monitoring 
of the closed captioning signal [col. 11, lines 10-13]. 

Regarding claim 53, 58, 63, and 68 the claimed step of "displaying the forced 
advertisement for the duration of the broadcast advertisement" is met by the fact that 
the advertisement originally carried (broadcast advertisement) on the video 
programming feed is overwritten with the selected advertisement and upon termination 
of the advertisement, the video programming feed is again displayed to the viewer [col. 
4. lines 38-52]. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael R. Shannon whose telephone number is (571) 
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272-7356. The examiner can normally be reached Monday through Friday 8:00 AM - 
5:00PM, with alternate Friday's off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supen/isor, John Miller, can be reached at (571 ) 272-7353. 



Any response to this action should be mailed to: 

Please address mail to be delivered by the United States Postal Service (USPS) 
as follows: 

Mail Stop 

Commissioner for Patents 
P.O. Box 1450 
Alexandria. VA 22313-1450 

Effective January 14, 2005, except correspondence for Maintenance Fee 

payments, Deposit Account Replenishments (see 1 .25(c)(4)), and Licensing and 

Review (see 37 CFR 5.1(c) and 5.2(c)), please address correspondence to be delivered 

by other delivery services (Federal Express (Fed Ex), UPS, DHL, Laser, Action, 

Purolater, etc.) as follows: 



United States Patent and Trademark Office 
Customer Service Window 
. Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Some correspondence may be submitted electronically. See the Office's Internet 
Web site http://www.uspto.gov for additional information. 



Or faxed to: (703) 872-9306 
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Hand-delivered responses should be brought to: 

Knox Building 
501 Dulany Street 
Alexandria, VA 22314 

Any inquiry of a general nature or relating to the status of this application or 

proceeding should be directed to customer service whose telephone number is (571) 



272-2600. 



Michael R Shannon 

Examiner 

Art Unit 2614 



Michael R Shannon 
April 18, 2005 
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